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Status 

1 )E3 Responsive to communication(s) filed on 08 October 2002 

2a)Q This action is FINAL. 2 b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters Drosecution a* to th» mar ; t , 

o 1 spos i «o*rc,;ir ordance wm ,he prac,ice under Exme we^.waSs'' e ments 15 

4) ^ Claim(s) M2 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 



6) [3 Claim(s) 1-10 and 12 is/are rejected. 

7) EI Claim(s) 3.5-8 and 11 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 

a)DAJI b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Staae 

application from the International Bureau (PCT Rule 1 7 2(a)) 'Ma«onai btage 

See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

i =Mi a i T translation of the forei 9 n lan 9"age provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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DETAILED ACTION 
Claim Objections 



lins in 



1 . Claim 3 is objected to because of the following informalities: For claim 3, starting 
in line 6 of the claim as amended, the claim repeats the text of the claim that begi 
line 4. Appropriate correction is required. 

2. Claims 5-8 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. For claim 5, claim 
1 as amended limits the hydrosilation catalyst to platinum catalysts, while claim 5 
includes other metal catalysts such as rhodium, iridium, ruthenium, and osmium. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



4. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-10, and 12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Shiozawa et al. (U.S. Patent 
No. 4,888,436). 

For claim 1, in column 3, lines 9-65, Shiozawa teaches the reaction of a 
secondary methallylamine with a hydridoalkoxysilane, when in the amine formula, R 4 
equals methyl, and where one of R 2 and R 3 equals alkyl. In column 4, lines 17-26, and 
columns 6-7, Comparative Example 1, Shiozawa teaches the hydrosilation procedure 
using a platinum catalyst. For claims 2 and 3, in the formula for the secondary 
methallylamine set forth by applicant, when u=0, general formulas [I] and [II] would 
anticipate applicant's formula. The formulas set forth by applicant and Huang for the 
hydridosilane overlap when applicant's R 3 and R 2 equal alkyl of 1-6 carbon atoms. 

For claims 5, 6, and 8, in column 3, lines 68, Shiozawa teaches that the amount 
of allylamine to hydrido alkoxysilane is 1.3:1 to 1:1.3, which overlaps applicant's range. 
In Comparative Example 1 , Shiozawa teaches that the catalyst is present in an amount 
to provide 2 x 10" 5 mol of platinum, which is within applicant's range. Here also, for 
claims 6, 7, 9, and 12, Shiozawa teaches that the reaction takes place at a temperature 
of 120°C, which is within applicant's range and that the allylamine is added to the 
reaction mixture consisting of the hydrosilation catalyst and hydridoalkoxysilane at this 
temperature. For claims 8 and 10, Shiozawa discloses that the hydrosilation catalyst is 
a chloroplatinic acid solution in isopropyl alcohol. 
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Shiozawa does not specifically disclose the use of secondary methallylamines in 
the patent, however, methallylamine is specifically disclosed in column 2, line 67. In 
formula [I], the presence of only one Ri on the nitrogen atom, clearly indicates that 
Shiozawa contemplated the use of secondary amines, as evidenced by those disclosed 
in column 2, line 66. Therefore Shiozawa also clearly contemplated the use of 
secondary methallylamines as evidenced by the definition of the R groups in formula [I] 
as detailed above. 



6. Applicant's arguments filed 10/8/02 have been fully considered but they are not 
persuasive. Applicant argues that Shiozawa does not teach the use of platinum 
catalysts. The examiner disagrees. As pointed out in the above rejection, Shiozawa 
does teach the use of platinum catalysts in column 4, lines 17-26, and columns 6-7, 
Comparative Example 1 . Even though this teaching is in the form of comparative 
examples, the method as claimed is disclosed. Since applicant, sets forth no purity 
requirements in the rejected claims, ratio of isomers obtained in Shiozawa falls within 
the scope of the claim, particularly in view of applicant's use of the term "comprising". 
The specification objection, rejections under 1 12 2 nd paragraph, and the rejection of 
claims 1-12 under 35 U.S.C. 102(e) over the Huang reference have been withdrawn in 
light of applicant's amendments and the declaration submitted under 37 C.F.R. 1.131. 



7. Claim 1 1 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 



Response to Arguments 



Allowable Subject Matter 
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base claim and any intervening claims. For claim 1 1 , Shiozawa fails to teach the 



presence of a purification step. 



Conclusion 



8. This action is non-final due to the rejection of claims 8-10 over the Shiozawa 
reference, those claims not having been rejected in the previous office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey B. Robertson whose telephone number is (703) 
306-5929. The examiner can normally be reached on Mon-Fri 7:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert A. Dawson can be reached on (703) 308-2340. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 

Jeffrey B. Robertson 

Examiner 

Art Unit 1712 




December 12, 2002 



